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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )D Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-48 is/are pending in the application. 

4a) Of the above claim(s) 21-48 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) El Claim(s) 1-20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) S Claim(s) 1-48 are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 14 October 2004 is/are: a)[3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)\J None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-20, drawn to a tool for creating an integrated collection, classified in 
class 707, subclass 102. 

II. Claims 21-48, drawn to a method of providing an integrated list of data items 
corresponding to data objects, classified in class 707, subclass 4. 

2. Inventions I and II are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require 
the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because Group II does not require a basket interface. The subcombination has separate 
utility such as an interface for organizing music or images. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their divergent subject matter, restriction for examination 
purposes as indicated is proper. 

4. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 

1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). 
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5. During a telephone conversation with Thomas Evans on March 30, 2006 a provisional 
election was made without traverse to prosecute the invention of Group I, claims 1-20. 
Affirmation of this election must be made by applicant in replying to this Office action. Claims 
21-48 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being 
drawn to a non-elected invention. 

6. Claims 1-20 are examined on the merits. 

CLAIM REJECTIONS - 35 U.S.C. § 112, SECOND PARAGRAPH 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

8. Claims 2-6 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

9. Claim 2 recites the limitation "the basket control" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. It is noted that claim 1 from which claim 2 
depends recites the limitation of "a basket interface," however, the antecedent basis for the 
limitation of "the basket control" is not clear. Claims 3-6 are rejected for being dependent from 
claim 2. 

CLAIM REJECTIONS - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
(e) the invention was described in: 
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(1) an application for patent, published under section 122(b), by another filed in the United States before the 
invention by the applicant for patent or 

(2) a patent granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 351(a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such treaty in the 
English language. 

1 1 . Claims 1-20 are rejected under 35 U.S.C. 102(e)(2) as being anticipated by Tomat et al. 
(US006784925B1) (Tomat hereafter). 

CLAIMS INTERPRETATION 

12. It is noted that the claimed invention is directed to a tool (product), which is substantially 
identical to the tool disclosed by Tomat et al. as cited below. Where the claimed and prior art 
products are identical or substantially identical in structure or composition, or are produced by 
identical or substantially identical processes, a prima facie case of either anticipation or 
obviousness has been established. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 
1977). "When the PTO shows a sound basis for believing that the products of the applicant and 
the prior art are the same, the applicant has the burden of showing that they are not." In re Spada, 
91 1 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). Further, when the structure recited 
in the reference is substantially identical to that of the claims, claimed properties or functions are 
presumed to be inherent. For the instant rejection, the limitations directed to the structure of the 
claimed tool have been cited Tomat. The limitations, which are directed to the claimed 
properties or functions of the claimed structures, have not been specifically cited in Tomat 
because said claimed properties or functions are presumed to be inherent. For example, claim 1, 
line 2, recites the limitation of "a basket interface that receives data objects to be manipulated 
simultaneously," wherein the limitation of "that receives... simultaneously" has been presumed 
to be an inherent function of the basket interface structure. 
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BASIS FOR PRIOR ART 

13. In regard to claim 1, Tomat discloses a tool for creating an integrated collection (Abstract 
etc. and Figure 22): 

a. A basket interface. . .(Figure 22, and 56, and accompanying text), wherein Figure 
22 anticipates the basket interface as exemplified by Applicant in the instant Figure 2; 
and 

b. A collection creation component. . .(claims 1 1 and 12), wherein the cited 
disclosure is consistent with the exemplary description of "collections" by Applicant in 
the instant specification (page 4, paragraph [14]). 

14. In regard to claims 2-4, Tomat discloses a basket interface as cited above and a display 
interface (claim 7) in the Windows95 desktop (column 7, lines 58-60). 

15. In regard to claims 5, 8, and 9, Tomat discloses the display interface, collection 
component, and the basket interface as cited above. 

16. In regard to claim 6, Tomat discloses one or more navigation controls (Figure 29, and 56, 
and accompanying text). 

17. In regard to claim 7, Tomat discloses the collection includes pointers pointing to the data 
objects received by the basket interface (column 5, lines 37-48). 

18. In regard to claim 10, Tomat discloses a name control that facilitates name of the 
collection (column 11, lines 17-26). 

19. In regard to claim 1 1, Tomat discloses a notification component (Figures 15, 28, 34, and 
56, and accompanying text) 
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20. In regard to claims 12-15, Tomat discloses a status display... (Figures 27 and 47, and 56, 
and accompanying text). 

21. In regard to claim 16, Tomat discloses a listmaker control (Figures 22 (items 208, list of 
folders and files), and accompanying text). 

22. In regard to claim 17, Tomat discloses a listmaker control includes a display interface 
(Figures 22 (items 208, list of folders and files), and accompanying text). 

23. In regard to claim 1 8, Tomat discloses a listmaker control includes one or more 
navigation controls (Figures 22 and 29, and accompanying text). 

24. In regard to claim 19, Tomat discloses a listmaker control includes a data object 
submission control (Figures 14, 17, 22 (items 208, list of folders and files)). 

25. In regard to claim 20, Tomat discloses a listmaker control includes a menu component 
(Figure 22 (Item 197), Figure 50 (Item 430), and Figure 51 (Item 440), and accompanying text). 

CONCLUSION 

26. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: Yonezawa et al. (US005905973A). 

27. Patent applicants with problems or questions regarding electronic images that can be 
viewed in the Patent Application Information Retrieval system (PAIR) can now contact the 
USPTO f s Patent Electronic Business Center (Patent EBC) for assistance. Representatives are 
available to answer your questions daily from 6 am to midnight (EST). The toll free number is 
(866) 217-9197. When calling please have your application serial or patent number, the type of 
document you are having an image problem with, the number of pages and the specific nature of 
the problem. The Patent Electronic Business Center will notify applicants of the resolution of 
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the problem within 5-7 business days. Applicants can also check PAIR to confirm that the 
problem has been corrected. The USPTO f s Patent Electronic Business Center is a complete 
service center supporting all patent business on the Internet. The USPTO f s PAIR system 
provides Internet-based access to patent application status and history information. It also 
enables applicants to view the scanned images of their own application file folder(s) as well as 
general patent information available to the public. 

28. For all other customer support, please call the USPTO Call Center (UCC) at 800-786- 
9199. The USPTO's official fax number is 571-272-8300. 

29. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to C. Dune Ly, whose telephone number is (571) 272-0716. The 
examiner can normally be reached on Monday-Friday from 8 A.M. to 4 P.M. 

30. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tim Vo, canbe reached on (571) 272-3642. 



C. Dune Ly 
Patent Exart 
4/15/06 




